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I, Senator Mirza Muhammad Afridi, Chairman Senate Stﬂn{img Committee on Commerce, have
the honor to present the report; on behalf of the Committee, on “The Geographical Indications
(Registration and Protection) Bill, 2019” introduced in the Hcmse by Senator Muhammad
Azam: Khan Swati, Minister for Parlmmcnta_tv Affairs, in its Sl[t]l'lé held on 1Sl January, 2020,
and’ reﬁ:rred to the Senate ‘it;mduw {,Dmmlttee on Commeme '

g Th{: compo*ﬂtmn of ﬂ"lb &.mndmg Committee on Commerce is as under:-
I Senator Mirza Muhammad Afridi ~ Chairman
7 -Senator Syed Shibli Faraz Member
3. Senator Ahmed Khan : - Member
o4 Senator Atta Ur Rehman : Member
i Senator Khushbakht Shujaat Member
6. Senator Dilawar Khan 'Mgmber
. 7. Senator Ghous Muhammad Khan Niazi : Member
SERY Senator [slammudin Shaikh Member
2 Senator Imamuddin Shouqeen ' i Member
. 10. - . Senator Nuzhat Sadig 4 i Member
11, Senator Rana Mahmood ul Hassan Member
12.  Senator Muhammad Tahir'Bizinjo : Member
155 Senator Zeeshan Khanzada Member
14, Minister for Commerce : Ex-Officio Member
3. The Committee considered the Bill in its meetings held on 237 J anuary and 28" J anﬁar}f,_

2020. Final consideration of the Bill was h;aId in the meeting dated A anuary, 2020, and was

attended by the following members:-

I. Senator Mirza Muhammad Afridi _ Chairman
II. Senator Imamuddin Shougeen . Member
III.  Senator Nuzhat Sadiq ' Member
IV. Senator Zeeshan Khanzada Member
V.  Senator Ghous Muhammad Khan Niazi : Member -
VI.  Senator Khushbakht Shujaat Member
VII. Senator Dilawar Khan Member



4, The Committee observed that the Bill in question is an extremely important one, and it
would benefit exporters, as they would be able to claim a premium based on these Geographical
Indicators (Gls). Pakistan would be the 122™ Country in the world to enact a Geographical
Indications Law. The Committee also recommended that the GI's should be linked with Google
maps, as this would allow buyers to pinpoint exact origin of the GI’s via the internet.

ik The Committee recalled that “The Geographical Indications (Registration and
Proteetion) Bill, 2019” has been pending for several years. The Committee has repeatedly
inquired about the status of the Bill. The Comumittee would also like to appreciate Senator Syed
Shibli Faraz, the former Chairman of the Senate Standing Committee on Commerce, for his
efforts in encouraging the presentation of this Bill since 2015. During his tenure as the
Committee Chairman, he placed increased emphasis on the need for the Geographical
Indications Bill, as this would allow Pakistan to claim products that originate in its territory. It
will also prevent other countries from advertising goods of Pakistani origin as their own.

b: The Chairman Intellectual Property Organization Pakistan, Mr. Mujeeb Ahmed Khan
apprised the Committee that the first draft of the bill had been prepared as early as 2005.
However, procedural delays had prevented the introduction of the Bill in the House. Work on the
current draft of the Bill was initiated in 2016, approved by the Cabinet in August 2019, and
subsequently introduced in the Senate in January 2020. He has also apprised the Committee that
the Geographical Indicators (GI's) will identify products with Pakistani geographical origin and
qualities or reputation attributable to Pakistan. These generally include agricultural, traditional or
manufactured products. He has also stated that the Bill will prevent international rebranding and
sale of goods of Pakistani origin, and allow promotion of indigenous products as ‘made in
Pakistan’. In addition, a country can protect its Gls under articles 22-24 of the TRIPS agreement.

7. The Chairman IPO also apprised the Committee regarding the salient features of the Bill,
the structure of legislation under consideration. The Bill consists of eleven chapters, covering the
Gl Registry, registration process, rights conferred through registration infringement proceedings,
penalties, and rectification of correction and errors. The Bill also contains a list of 80 ﬁmspf:ctive
Gls, which include Khewra salt, Basmati rice, Kohat shawl, Hunza ruby, Skardu topaz, Multan
camel skin art, Patuki floriculture, Mansehra tea, Sahiwal cattle, truck art, Wazirabad cutlery

work, Sindhi topi, Sialkot sports goods, Hala colored Pottery, Kashmir pashmina, among many
others prospective Gls.

8. After detailed deliberations and hearing all stakeholders, the Committee approved the

following amendment to “The Geographical Indications (Registration and Protection) Bill,
2019”:

a) In Chapter II, for Clause 4, the following shall be substituted, namely:-
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Annex “AY

[AS REPORTED BY THE COMMITTEE]
i
BILL

fo provide for registration and effective protection of geographical indications

WHEREAS it is expedient to provide for registration and protection of geographical
indications of goods;

AND WHEREAS it is necessary to recognize and protect the geographical indications
of the Islamic Republic of Pakistan for public interest and advancing the economic reform

and development of the least developed areas of Pakistan:

AND WHEREAS it is expedient to provide the legal means for interested parties to
prevent the use of any means in the designation or presentation of goods that indicates or
suggests that the goods in guestion originate in a geographical area and to prevent any use
which constitutes an act of unfair c.mupet[tion 1:-_ri_thir_t the meaning of Article 22 of the

Agreement on Trade Related Aspects of Intellectual Property Rights (TRIPS);

It is hereby enacted as follows:-

CHAPTER I
PRELIMINARY

1. Short fitle, extent and commencemeﬁt,— {1) The Act may be called the
Geographical Indications (Registration and Protection) Act, 2019.
(2) It extends to the whole of Pakistan,
(3) It shall come into force on such date as the Federal Government may by notification

in the Official Gazette appoint .

2. Definitions - (1) In this Act, unless there is anything repugnant in the subject or
context:-
(i) *Applicant” means a natural or icgé.[ person, government organization or statutory
body, association, or group of producers, or producer organization, or operator having

an interest in the registration;

N e ] :
(xii) “indication” includes any words, letters or numerals, geographical name or other

name, device or any figurative representation, label or any combination thereof
indicating or referring or suggesting or conveying the geographical origin of the
goods to which it is applied:

(xiii) “TPO-Pakistan” means the Intellectual Property Organization of Pakistan,

established under the Intellectual Property Oroanization of Pakictan Act 2007 0811



(if) “authorized user” means authorized user of a geographical indication registered

under this Act;

oo mmmsmsmeae Ll G U LLE L Clauuialeu oy LIS ERINICANL  SPECITYINE
the geographical area of goods |, production standards or product specifications, and
qualification process for Geographical Indication goods;

(iv) “certification body” means an organization issuing a certificate of conformity with
the book of specifications ;

(v} "deceptively similar" means a geographical indication which so nearly resembles to

another geographical indication so as to be likely to deceive or cause confusion;

(vi} “Director General” means Director General, Intellectual Property Organization of
Pakistan appointed under section 12 of the Intellectual Property Organization of
Pakistan Act, 2012 (XXII of 2012):

(vil) *“geographical indication” or *“GI’’ in relation to goods includes an indication
which identifies such goods as agricultural goods, natural goods or manufactured
goods originating or manufactured or produced in a territory or a region or locality as
determined by the country, where a given quality, reputation or other characteristics
of the goods or the ingredients or components, is essentially attributable to its
geographical origin and in the case of manufactured goods one of the activities of
either the production or processing or preparation of the goods concerned takes
place in such territory, region or locality as the case may be. For the purpose of this
clause any name which is not the name of a territory or a region a locality or a
country shall also be considered as a geographical indication if such name refers to
or indicates the origin of goods within or from a specific geographical area within
that country and is used upon or in relation to particular goods originating from or
with in that country or a territory or a region or locality within that country:

{viii) “geographical origin” means an area of a country, region, locality and shall also
include the sea, lake, river, island, mountain or any other area of a similar nature;

(ix) ‘*‘foreign geographical indication’® means a geographical indication that identifies a
product as originating in a country other than Islamic Republic of Pakistan;

(%) “generic name or indication * means a name which, may correspond to the name of
a territory, region or locality, does not have in Pakistan any meaning as an indication
or reference of geographical origin and has become a commonly used name for the
goods in question ;

(xi) "goods" include any agricultural, horticulture, natural, raw or manufactured goods or
goods of any industry or handicraft or any food or drink product, whether in a

processed or semi-processed or semi-finished form;

(2) amember of the World Trade Organization;

(b) amember of the World Intellectual Property Organization;

{c) a party to the Paris Convention ; or

(d) any other country which the competent authority may designate as a gualifying
country on the basis of reciprocity;

(xxvi)  “register” means the register of geographical indications provided under section



CHAPTER 1I
GEOGRAPHICAL INDICATION REGISTRY

3. Geographical Indications Registry.- (1) For the purposes of this Act, the
concerned Division shall establish a Geographical Indications Registry under the
management and control of IPO-Pakistan. The Trade Marks Registry and its branches
established under the Trade Marks Ordinance, 2001(XIX of 2001) shall carry out
functions of the Geographical Indications Registry and its branches till such time a
separate GI Registry is established under this Act.

(2} The GI Registry shall maintain a register of record to be called the register of
geographical indications. GI Register shall be maintained at Trade Marks Registry for the
time being and shall be handed over and transferred to the Gl Registry once it has been
established under this Act.

(3) For the facilitation of applicants, the IPO-Pakistan with the prior approval of
Policy Board may set up offices of the Registry at such places, as deems necessary, as and

when required.

(4) The Geographical Indications Registry shall have its own seal.

4. Registrar geographical indications and other functionaries. — The IPO

Pakistan may, by notification in the official gazette, appoint an officer who shall serve
as the Registrar:

Provided that the Registrar of Trade Marks, appointed under sub-section (1) of
section 7 of the Trade Marks Ordinance, 2001 (XIX of 2001) shall perform the functions
of Registrar Geographical Indications till the appointment of an officer as Registrar
under this section, to carry out his functions under this Act:

Provided further that the appointment of Registrar under this section shall be
made within three hundred and sixty days after the commencement of this Act.

5. Delegation of Authority of the Registrar.- (1) The IPO-Pakistan shall with the
prior approval of the Policy Board appoint one or more deputy registrars and assistant
registrars for the purposes of this Act.

(2) Under direction of [PO-Pakistan, the Registrar may delegate its powers to the
deputy registrars and assistant registrars who shall discharge such functions of the Registrar
under this Act as the Registrar may delegate from time to time.

(3) Any reference in this Act to the Registrar shall include a reference to any deputy

b

registrar or assistant registrar in the discharge of such functions.
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(4) [PO-Pakistan may authorize the Registrar to delegate any function of the Registrar

to any other officers of the GI Registry other than the deputy and assistant registrars.

6. Register of geographical indication.- (1) There shall be kept at each branch, a
copy of the register of geographical indication which shall contain all registered
geographical indications with names , addresses and descriptions of the registrants, the
names and addresses and descriptions of authorized users and such registers may be
maintained wholly or partly in electronic form. The register shall be open for inspection
of the public at all convenient times in the same manner as the originals thereof.

(2) The register shall contain list of registrants and authorized users of geographical
indications,

(3) The register shall be divided into two Parts called respectively Part A and Part B.

(4) The particulars relating to the registration of the registrant of geographical
indications shall be incorporated and included in Part A of the register in the prescribed
manner.

(5) The particulars relating to the registration of the authorized users shall be
incorporated and included in Part B of the register in the prescribed manner.

(6) Any person may obtain extracts from the register in the prescribed manner.

Chapter I1I
REGISTRATION OF GEOPGRAPHICAL INDICATION

7. Registration of registrant of geographical indication.- (1) Registration of
proprietor of geographical indication of any or all goods subject to definite territory of a
country shall comprise of such class of goods as may be classified by the Registrar in

accordance with the international classification of goods for the purposes of registration of

geographical indications,

8. Prohibition of registration of a geographical indication.- (1) An indication shall
not be registered as a geographical indication,-
(i} which does not correspond to the definition of geographical indication
contained in clause (vii) of sub-section (1) of section 2; or

(it} the use of which is likely to deceive or cause confusion; or



(i) which is not or has ceased to be protected in its country of origin or
which has fallen into disuse in that country; or

(iv)  which is determined b}.f the_.Rﬂg[strar to be a generic name or an
indication; ot it i

(v) which is opposed to morality or public policy.

9. Registration of homonymous geographiecal indication.- (1) A homonymeous

geographical indication is entitled to be considered for registration under this Act.

(2) Prior to registration under sub-section (1) the Registrar shall satisfy himself that he
has considered - " . |
(1) all practical conditions under which the homonymous indication in
question shall be differentiated frum other homonymous indication;
(if)  equitable treatment of the producers of the goods concerned: and
(i11)  that the consumers of such goods shall not be confused or misled in

consequence of such registration.

Explanation.- Homonymous geographical indications (GI) are those that are spelled or
pronounced alike, but which identify products nriéinating in different places, usually in
different countries. In principle, these indications should coexist, but such coexistence may
be subject to certain conditions. For example, it _maj-: be required that they be used only
together with additional information as to the origin of the product in order to prevent
consumers from being misled. A Gl may be refused protection if, due to the existence of
another homonymous indication, its use would be considered potentially misleading to

consumers with regard to the product’s true origin.

10. Registration of foreign geographical indication.- (1) A geographical indication
of a foreign country shall be registered in the Islamic Republic of Pakistan as long as it is
registered in accordance with the local legislation in its country of origin. The title and date
of the legislative or administrative provisions or of judicial decisions regarding protection to
the geographical indication in the country of cl'igin.s]mll be considered for accepting foreign
GI application.

{2) The Registry shall not allow the registration of a foreign Geographical Indication
which is not or has ceased to be protected in its country of origin or which has fallen into

disuse in that country.



(3) The application for registration of foreign geographical indication shall be made at
the Registry by its legal representative in Pakistan.

(4) During the registration procedure, the Registry may require the applicant or its
legal representative to submit any information related to registration in the country of origin
which may affect its registration in Pakistan.

Chapter IV
PROCEDURE FOR REGISTRATION OF REGISTRANT OF GI

11. Right to own and register geographical indication.- (1) The Federal
Government shall be the holder and exclusive owner of all the geographical indications of the
Islamic Republic of Pakistan.

(2) The Federal Government may allow any statutory body, public body, local or
provincial administration, government enterprise or any government organization which is a
Juristic person having area of responsibility covering the geographical indications in the
territory of Islamic Republic of Pakistan to apply for and register the product as a
geographical indication as a registrant in such form, manner and accompanied by such fees as
may be prescribed.

(3) When a product bearing geographical indication is registered at the Registry in
accordance with the provisions of this Act, such producers or operators whose practices are in
compliance with the book of specification shall have the right to use the geographical
indication as authorized users. The producers or operators, with the formal assent of the
Registrant, shall apply to the Registry for obtaining registration as authorized users.

(4) The concerned Division shall be responsible for conciliating any conflicts and
engage in advoeacy in relation to drafting of book of specification during pre-registration
phase of geographical indications.

(3) The concermed Division shall regulate cooperation agreement with organizations
to enable pre-registration processes of geographical indication and facilitate in arranging

consultations with producers and operators in drafting book of specification.

12. Content of Application for registration of geographical indication.- (1) The
application for registration of a geographical indication by the Applicant shall contain the
following documents for registration, namely:-

(1) name and address of applicant filing the application;

(il) geographical indication for which registration is sought;

(iii) class of goods to which the geographical indication shall apply;



(iv) geographical area to which the geographical indication applies and a map of that
area;

(v) title and date of the legislative or administrative: provisions or of judicial
decisions regarding the protection to the geographical indication in the
qualifying country of origin; '

{vi) statement of such particulars in relation to the producers or operators of the
concerned goods, if any;

(vii) goods for which the geographical indication applies:

(viii) quality, reputation or other characteristics of the goods, geographical origin and
other details as may be prescribed for which the geographical indication is used:

(ix) book of specifications containing product standards or product speciﬂcaﬁuns.

(x) such other particulars as may be prescribed and shall be subject to the payment
of prescribed fee.

{2) In addition to other factors, the reputation of products may also be determined on
the basis of their being widely known to and selected by consumers.

(3) The quality and characteristics of products of geographical indication shall be
defined by one or several qualitative, guantitative or physically, chemically,
microbiologically perceptible criteria which can be tested by technical means or experts with

appropriate testing methods as may be prescribed.

13. Conformity of geographical indication with book of specification.- (1)The
concerned Division, by notification in the official gazette shall designate a certification body
to guarantes, inspeet, test and monitor guality, reputation or other characteristics of products
seeking registration of geographical indications in a prescribed manner.

(2)The designated certification body shall confirm the specifications identified in the
book of specifications from accredited confirmatory assessment bodies or research institutes
or impartial public authority or public organization or organization approved by concerned
Division for this purpose.

(3) In case there is non-compliance with the book of specifications by the producers
or operators as authorized users of registered geographical indication, following measures
may be adopted by the certification body, namely :-

{i} notice served to the authorized user for non-compliance;
(ii) warning made to the producer or operator or authorized user;
(iif) in case no remedial action is taken within reasonable time, temporary

disqualification of the rights to use the geocgraphical indication by the



producer or operator or authorized user by making an application to the
Registrar; and

{iv) application to the Registrar for suspension or cancellation of the rights to
S bii el PG L LA LIGLL DY LS DUH-CUHT Y IIL AULNOTIZEq USer.

(4) The Registrar may approve the suspension after investigation and scrutiny as
deemed fit.
(5) The cost of such confirmation of compliance with the book of specifications shall

be borne by the authorized users. The registrant may contribute to these costs as the case may
be.

14. Technical assistance of experts.- (1) The Registrar may, if so require, be assisted
in technical aspects in various fields such as geology or meteorology involved in any case by
any expert who has experience and expertise in the matter in order to consider or make a

decision or ascertain the correctness of the particulars furnished in the application.

15. Examination for registration.- (1)The Registrar shall cause the application to be
examined to determine whether it fulfills the criteria and other requirements.

(2) In examining the application, the Registrar may call the applicant or any person
concerned to give explanation or furnish additional evidence to him. Where it is necessary to
have opinion of an expert in the field related to matter under consideration, the Registrar shall

send the matter to the expert for his consideration and opinion in the prescribed manner.

16. Grant of registration of registrant.- (1} When an application for registration of a
geographical indication has been accepted, the Registrar shall register the registrant of the
product bearing geographical indication mentioned in the application and the geographical
indication shall stand registered from the date of making of said application and it shall be
deemed to be the date of registration.

(2) On the registration of a geographical indication, the Registrar shall issue to the
registrant, a certificate in such form as may be prescribed, sealed with the seal of the
Registry.

(3) Subject to the provisions of this Act, the Registrar may accept an application
absolutely or subject to such amendments, modifications, conditions er limitations, if any, as
he may deem fit.

(4) In case of conditional acceptance of application, the Registrar shall record in
writing the grounds for such conditional acceptance and the reasons to be recorded in writing

for arriving at such decision.



(5) The Registrar may amend the register or a certificate of registration for the

purpose of correcting a clerical error or an obvious mistake.

17. Application for registration of authorized user.- (1) Any natural or juristic
person or group of persons claiming to be an operator, producer or group of producers
interested in the right to use registered geographical indication, may apply in writing to the
Registrar subject to the formal assent of the registrant in the prescribed manner for registering
him as an authorized user of such geographical indication.

(2) The application under sub-section (1) aha_lt be accompanied by a statement
confirming compliance with the book of specifications and such documents of facts as may
be prescribed and required by the Registrar to determine as to whether such person is the
producer or operator of the goods referred to in the application and such fee as may be

prescribed.

(3)The Registrar shall cause the application to be examined to determine whether it
tulfills the criteria and other requirements.

(4) In examining the application, the Registrar may call the applicant or any person
concerned to give explanation or furnish additional evidence to him.

(5) Where registration of a ge.ugrapﬁical indication as authorized user, is not
completed within twelve months from the date of the application by reason of default on the
part of the applicant, the Registrar may, after giving notice to the applicant in the prescribed

manner, treat the application as abandoned unless it is completed within the time specified.

18. Withdrawal of acceptance.- (1)Where, after the acceptance of an application for
registration of an authorized user of geographical 't.n.{l.'u.:ation but before its registration, the
Registrar is satisfied,-

(1) that the application has been acn;ep'te.d In error; or

(i) that in circumstances of the case the application for use of geographical
indication should not be registered; or

(iii) that it should be registered subject to conditions or limitations; or

(iv) that it should be registered subject to conditions, additional to or other than
the conditions or limitations subject to which the application has been
accepted, he may, after hearing the applicant, if he so desires, withdraw the

acceptance and proceed as if the application had not been accepted.

19. Advertisement.- { 1) When an application for registration of an authorized user of

the product bearing geographical indication has been accepted, whether absolutely or subject
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to conditions or limitations, the Registrar shall advertise that application immediately in such
manner as may be prescribed.
(2) Where after the advertisement of an application,-
(i)  an error in the application has been corrected: or
(ii) the application has been permitted to be amended,
the Registrar in his discretion may either cause the application to be advertised afresh, a new

or may notify such correction which has been made in the application in the prescribed

manner.

20. Opposition to registration.- (1) Within a period of three months from the date of
advertisement or re-advertisement of the application for registration of authorized user of 2
product bearing geographical indication, any interested person may give to the Registrar
notice of opposition in writing in prescribed manner for opposition to the registration.

(2) This notice of opposition under sub-section (1) shall be made in such manner and
on payment of such fee as may be prescribed.

(3) The Registrar shall serve a copy of the notice of opposition fo the Applicant for
registration as authorized user and within two months from the receipt by the applicant of the
notice of opposition, the applicant shall send to the Registrar in the prescribed manner a
counter-statement of the grounds on which he relies for his application and if he does not do
50, he shall be deemed to have abandoned the application.

(#) Within two months from the receipt of copy of notice of opposition, the applicant
may send a counter-statement of the grounds on which he relies upon to the Registrar in the
prescribed manner.

(5) If he fails to do so in the prescribed time limit he shall be deemed to have

abandoned the application. ,

(6) If the applicant sends such counter-statement, the Fegistrar shall cause 4 copy
thereof to be served on the person giving notice of opposition.

(7) Any evidence upon which the opponent and the applicant may rely shall be
submitted in such manner and within such time as may be prescribed to the Registrar, and
the Registrar shall give an opportunity to them to be heard, if they so desire.

(8) Afier hearing the parties, considering the evidence and taking into account ground
of objection whether relied upon by the opponent or not, the Registrar shall decide whether
the registration is to be permitted absolutely or subject to conditions or limitations, if any. or
not to be permitted.

(9) If any party does not appear for hearing, the Registrar may ex parte decide on the

notice of opposition on merits, upon consideration of the evidence available on record.
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(10) Where a person giving notice of Dgﬁjﬁosi't'iun or an applicant sending a counter
statement neither resides nor carries on business in Pakistan, the Registrar may require him to
give security for the costs of proceeding before him. |

(11) The Registrar may, on request, permit correction of any error or any amendment

in a notice of opposition or a counter-statement in the prescribed manner.

21. Extension of time.- (1) If the Registrar is satisfied, on application made to him in
the prescribed manner and accompanied by the prtscr.ihed fee, that there is sufficient cause
for extending the time for doing any act not bciﬁg_a .lime expressly provided in this Act,
whether the time so specified has expired or not, he may sﬁbjeﬁt to such conditions as he may
think fit to impose, extend the time and inform the parties accordingly.

{2} Nathing in sub-section (1), shall be deemed to reguire the Registrar to hear the

parties before disposing of an application for extension of time and no appeal shall lie from

any order of the Registrar under this section.

22. Correction and Amendment.- (1) The Registrar may, at any time , whether
before or after acceptance of an application for registration, permit the correction of any error

or permit an amendment of the application.

23. Grant of registration of an authorized user.- (1) Where the Registrar finds that
conditions provided for in this Act are fulfilled and either-
(i) the registration of an authorized user has not been opposed within the
prescribed time limit; or {
(ii) the authorized user has provided statement affirming compliance with the
book of specifications; or |
(iii) the registration of the authorized user has been opposed by notice and the
opposition has been decided in the Applicant’s fayour; or
(iv) no appeal has been filed against the Registrar’s decision for registration
as an authorized user,
the Registrar shall, unless the concerned Division otherwise directs, register the said

authorized users mentioned in the application.

(2) The authorized users, when registered under sub-section (1), shall be registered
from the date of filing of said application.

(3) The Registrar shall issue a certi ficate of the registration to the autherized users
bearing the seal of the Registry and shall publish a reference to the said registration in the

prescribed manner.

Ji3




(5) The Registrar may amend the register for addition, correction or omission of
entries relating to authorized users.

(6) Where an application is made by any aggrieved person or any legal person or an
organization or designated certification body or registrant that an authorized user is dealing
with a registered geographical indication in a manner which is detrimental to the public
interest at large and in non-compliance of book of specifications and the Registrar is satisfied
according to all legal considerations contained in this Act, he may pass an order for
rectification of the register or cancel the registration as he may deem legally fit.

(7) Such orders of the Registrar shall be binding on all the parties including the

aggrieved party or authorized user, provided that appeal against the Registrar’s decision shall
lie to the High Counrt.

24. Regulatory mechanism for registered geographical indication.- (1) The
procedure for inspection and monitoring shall be prepared by concemed Division for
regulatory mechanism including scope, frequency, and procedures of monitoring activities
and penalties to ensure the compliance of geographical indication products with the book of
specification.

(2) The use of registered geographical indication by the authorized users shall be
subject to compliance with the book of specification.

(3) IPO-Pakistan shall facilitate in promotion, marketing and effective use of products
bearing geographical indications.

(4) The designated certification body conforming product specification and product
standards of geographical indication goods shall present an annual report to the concerned
Division at the end of each calendar year containing a list of authorized users including but
not limited to goods, quantity and quality acknowledged and actions taken against non-
compliance of the book of specification.

(5) Concerned Division shall oversee the efficiency of the designated certification

body or bodies.

25. Duration, renewal, removal and restoration of registration.- (1) The
registration of a Registrant of geographical indication shall be perpetual.

(2) The registration of an authorized user shall be for a period of ten years.

(3) The Registrar shall, on application made in the prescribed manner, by the
authorized user, within the prescribed period and subject to the payment of the prescribed fee,

renew the registration of the authorized user, for a period of ten years from the date of



expiration of the original registration or of the last renewal of registration, as the case may be
(which date is in this section referred to as the expiration of the last registration).

(4) At the prescribed time, before the expiration of the last registration of the
authorized user, the Registrar shall send notice in prescribed manner to the authorized user
regarding the date of expiration and the conditions as to payment of fees and otherwise upon
witich a renewal of registration may be obtained, and, if at the expiration of time prescribed

in the notice, the said conditions are not been duly complied, the Registrar may remove the

authorized user from the register.

Provided that the Registrar shall not remove the authorized user from the register, if
an application is made in the prescribed form and the prescribed fee and surcharge is paid
within six months from the expiration of the last registration of the authorized user, as the

case may be, and shall renew the registration of the authorized user for a period of ten years ,

(5) Where an authorized user has been removed from the register for non-payment of
the prescribed fee, the Registrar shall, after six months and within one year from the
expiration of the last registration of the authorized user, on receipt of an application in the
prescribed form and on payment of the prescribed fee, if satisfied that it is just so to do,
restore the authorized user, as the case may be, to the register and renew registration of
authorized user, either generally or subject to such condition or limitation as he thinks fit to

impose, for a period of ten years from the expiration of the last registration

CHAPTER V
RIGHTS CONFERRED BY REGISTRATION OF GEOGRAPHICAL INDICATION

26. Rights conferred by registration.- (1) The registration of a geographical

indication shall give,-

(i) to the registrant of the geographical indication and the authorized user to get
relief in respect of infringement of the registered geographical indication;
(ii) to the authorized user, the exclusive right to use the geographical indication in
~ relation to the gnnds in respect of which the geographical indication is
registered; |

(iii) right to take action against an infringer or counterfeiter; and
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(iv) right to prevent the use of a registered geographical indication by any person
in any manner in relation to the concerned products to which the geographical
indication relates.

27, Use of geographical indication.- (1) When Geographical Indication has been
registered for any particular product, the producers or operators of such product who is
entered in the Register as authorized users, is entitled to use the registered geographical
indication for goods, subject to compliance with product specification.

(2) The use of registered geographical indication includes applying it on products,

packages, advertising material and any other document related to registered geographical
products.

28. National logo for certifying geographical indication produets-. (1) The
Registry shall establish a National Geographical Indication logo to certify all geographical
indication products registered in Pakistan.

(2) National Geographical Indication Logo along with registered name of product and

any other mark and detail shall appear on the label of marketed products in a prescribed
marner.

29. Registration to be prima facie evidence of validity.- (1) In all legal proceedings
relating to a geographical indication, the certificate of registration granted under this Act,
being a copy of the entry in the register under the seal of the Geographical Indications
Registry, shall be prima facie evidence of the validity thereof and be admissible in all courts
without further proof or production of the original,

(2) Nothing in this section shall be deemed to affect right of action in respect of an

unregistered geographical indication.

CHAPTER VI
INFRINGEMENT OF REGISTERED GEOGRAPHICAL INDICATION

30, Infringement of geographical indication.- (1) A person shall infringe a
registered geographical indication if such person uses a geographical indication which is

identical with the registered geographical indication.

(2) A person shall infringe a registered geographical indication if such person uses it

in the course of trade on foillowing grounds, namely:-
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(i) the use of a geographical indication in respect of goods of the same or similar
description but not originating in the country indicated by the geographical
indication in question or the true place of origin of the goods is falsely
indicated or the geographical indication is used in translation or accompanied
by expressions such as "kind", "type", "style”, "imitation" used in such a
manner which misleads the persons as to the geographical origin of such
goods; or

(ii) any use of a geographical indication that, even if it identifies goods truly
originating in the placé duéignaicd by that geographical indication, designates
products that do not comply with the relevant book of specification as recorded
on the register shall be deemed as an infringement; or

(iii) the mark is deceptively similar to the geographical indication and there exists a
likelihood of confusion on the part of public, which includes the likelihood of

association with the geographical indication.

31. When a geographical indication is not infringed.- (1) A person shall not
infringe a registered geographical indication when the-

(i) person uses it in good faith; or

{ii) person's name or the name of the person's place of business is used but
such use does not result in a likelihood of confusion or otherwise
interfere with an existing geographical indication; or

(iii} name of the predecessor in business of the person or the name of the

. pmddcessm’s place of business is used;

(iv) person uses the geographical indication in good faith to indicate the
intended purpose of goods, in particular as accessories or spare parts, or
services; or

(v) person uses the geographical indication for the purposes of comparative

advertising.

CHAPTER - VII
INFRINGEMENT PROCEEDINGS

32. Action for infringement.- (1) Save as otherwise provided in this Act, an

infringement of a registered geographical indication shall be actionable by the holder or

registrant and the authorized user of the geographical indication.
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(2) In an action for infringement all such relief by way of damages, injunctions,

accounts or otherwise shall be available to the holder or registrant and the authorized user of

the geographical indication ac ic availahla fs eacmsse -8 a0 0 oo
property right.

(3) Nothing in this Act shall be deemed to affect rights of action against any person

for passing off goods as the goods of another person or the remedies in respect thereof.

33. Infringement of unregistered geographical indications.- (1) No proceedings to

prevent, or recover damages for, infringement of an unregistered geographical indication
shall be instituted by any person.

(2) Nothing in this Act shall be deemed to affect rights of action against any person for

passing off goods as goods of another person or any remedies available therein.

34. Infringement proceedings.- (1) No person shall be entitled to institute any
proceeding to recover damages for an unregistered geographical indication.

(2) Any interested person and any interested group of producers or consumers may
institute proceedings in the IP Tribunal to prevent infringement in respect of a registered
geographical indication.

(3) Following use of registered geographical indication shall constitute infringement -

(1) use in the designation or presentation of a good that indicates or suggests that
the goods in question originates in a geographical area other than the true
place of origin in a manner which misleads the public as to the geographical
origin of the goods; or

(11) use which constitutes an act of unfair competition within the meaning of
Article 10 bis of the Paris Convention; or

(iiijuse of a geographical indication in respect of goods of the same or similar
description but net originating in the place indicated by the geographical
indication in guestion, even where the true origin of the goods is indicated or
the geographical indication is used in translation or accompanied by
expressions such as "kind", "type", "style", "imitation" or the like; or

(ivijuse of a geographical indication that, even if it identifies goods truly

originating in the place designated by that geographical indication, designates



goods that do not comply with the relevant specification as recorded on the

register.
(4) The relief which a court may grant in any suit for infringement under this section
may include- |
(i) an injunction and confiscation of the products; and

(if)  damages or share in the profits at the option of the plaintiff.

35. Suits for infringement to be instituted before IP Tribunals.- (1) No suit in
matters relating to infringement of a geographical indication or otherwise relating to any right

in a geographical indication shall be instituted in any other court except an [P Tribunal.

36. Order for erasure of offending mark.- (1) Where a person is found to have
infringed a registered geographical indication, the High Court or an 1P Tribunal may make an
order requiring him-

(i) to cause the offending geographical indication to be erased, removed or
obliterated from any infringing goods, material or articles in his
possession, custody or control; or

(ii} to secure the destruction of the infringing goods, material or articles, if it is
not reasonably practicable for the nf‘f‘end:ing geographical indication to be
erased. removed or obliterated.

(2} If an order under sub-section (1) is not complied with or it appears to the High
Court or IP Tribunal, as the case may be, that such an order may not be complied with, the
High Court or IP Tribunal may order that infringement goods, material or articles be
delivered to such person and may further direct for erasure, removal or obliteration of the

mark or for destruction, as the case may be,

37. Infringing goods, material or articles.- (1) Subject to sub-section (2). goods
shall be infringement goods in relation to a geographical indication, if those or packaging
there of bear a mark identical or deceptively similar to that mark and-

(i) application of the mark to the goods or packaging thereof was an infringement of

the registered geographical indication;

(ii) the goods are proposed to be imported into Pakistan and application of the mark in
Pakistan to those or packing thereof is an infringement of the registered
geographical indication; or

(iii) the mark otherwise been used in relation to the goods in such a way as to infringe

the registered geographical indication,
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(2) Nothing in sub-section (1) shall be construed as affecting the importation of goods

which may be lawfully imported into Pakistan.

(3) Material shall be infringing imaterial in relation to a registered geographical

indication, if it bears a mark identical or deceptively similar to that matk and either it is-

(i} used for labeling or packaging goods as a business paper or for advertising goods,
in such a way as to infringe the registered geographical indication; or

(ii) intended to be so used and such use would infringe the registered geographical

indication.

(4) Infringing articles in relation to a registered geographical indication means such
articles which-

(1) are specifically designed or adapted for making copies of a mark identical or
similar to that mark; and
(i) a person has in his possession, custody or control, knowing or having reason to

believe that those have been or are to be used to produce infringing goods or
material.

38. Order as to disposal of infringing goods, material or articles.- (1) Where
infringing goods, material or articles have been confiscated, an application may be made to
the High Court or IP Tribunal,-

(i} for an order that those be destroved or forfeited; or

(i1} for a decision that no such order may be made.

(2) In considering what order, if any, should be made, the [P Tribunal shall consider
whether other remedies available in an action for infringement of the registered geographical
indication may be adequate to compensate the aggrieved party and protect their interests.

(3) Where there are more persons than one interested in the goods, materials or
articles, the 1P Tribunal shall make such order as it thinks just.

(4) If the IP Tribunal decides that no order should be made under this section, then the

person, in possession of the goods shall be entitled to retain them.
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CHAPTER VIII
PENALTIES AND PROCEDURES

39. Meaning of applying Geographical Indications. - (1) A person shall be deemed

to apply a geographical indication for goods who-

(1) applies to the goods themselves or uses it in relation to goods;

(ii) applies to any package in or with which the goods are sold or exposed for
sale or had in possession for sale or for any purpose of trade or
manufacture; or

(iii) places, encloses or annexes any goods which are goods which are sold or
exposed for sale or had in possession for sale or for any purpose of trade
or manufacture in or with any package or other thing to which a trade
description has been applied; or

(1v) uses a geographical indication in any manner reasonably likely to lead fo
the belief that the goods in connection with which it is used are designed
or described by that geographical indication ; or

(v} in relation to the goods uses a geographical indication in any sign,
advertisement, invoice, catalogue, business letter, price list or other
commercial documents and goods are delivered or services are rendered
to a person in pursuance of a request or order made by reference to the
geographical indication as so used.

{2) A peographical indication shall be deemed to be applied to goods whether it is
woven in, impressed on, otherwise worked into or annexed or affixed to the goods or to any

packaging or other thing.

40. False application of geographical indication.- (1) A person shall falsely apply
geographical indication if such person uses in the course of trade a geographical indication
which-

(i) is used without the consent of the registrant or authorized user of
geographical indication makes the geographical indication or deceptively
similar geographical indication; or

(it) falsifies any genuine geographical indication, whether by alteration,
addition, effacement or otherwise: or

(iiiywhere the geographical indication is a well-known geographical

indication or has a reputation in Pakistan and the use of the Geographical
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Indication being without due cause, takes unfair advantage of or is
detrimental to the distinctive character or the repute of the geographical
indication; or

(iv) uses such registered geographical indication as his trade name or part of
his trade name: or

(v) uses such registered geographical indication as his domain name or part
of his domain name or obtains such domain name without consent of the
proprietor of the registered geographical indication, with the intention of
selling such domain name to another including the proprietor of the
registered geographical indication; or

(vijuses any package bearing a geographical indication which is identical
with or deéceptively similar to the geographical indication of such
registrant or authorized user, for the purpose of packing, filling or
wrapping therein any goods other than the genuine goods of the

authorized user of the geographical indication.

(2) Any geographical indication falsely applied as mentioned in sub-section (1}, is in

this Act referred to as a false geographical indication,

{3) In all legal proceedings, a person who sells or offers goods for sale or puts those

on the market or has in possession for sale or any purpose of trade or manufacture any goods

bearing a mark which infringes a registered geographical indication, the burden of proving

the consent of the registrant or authorized user shall lie on the accused and be treated as a

parly to infringement of a registered geographical indication, unless he proves that-

(it having taken all reasonable precautions, he had reasons to suspect the
senuineness of the geographical indication; !

(i1) on demand made by IP Tribunal or High Court, as the case may be, he
gave all the information in his power with respect to the persons from
whom he obtained such goods; and

(iii) he had otherwise acted innocently.

41. Penalty for applying false geographical indication, etc- (1) Any person who-

(i) falsely applies geographical indication to goods; or
(if} applies to any goods to which an indication of the country or place in
which they were made or produced or the name and address of

manufacture or person for whom the goods are manufactured is required
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(iif) tampers with, alters or effaces an indication of origin which has been
applied to any goods; or
(iv) causes any of the aforementioned things to be done, shall, unless he
proves that he acted without intent to defraud,
shall be punished with imprisonment of either deseription for a term which shall not be less

than six months but which may extend to three years, or with fine which shall not be less than
ten hundred thousand rupees, or with both.

42. Penalty of falsely representing a geographical indication as registered.- (1) No

person shall make any representation-

(i) with respect to a mark not being a registered geographical indication to
the effect that it is a registered geographical indication;

(i) with respect to a part of a registered geographical indication not being a
part separately registered as a geographical indication, to the effect that it
is separately registered as a geographical indication:

(ili) to the effect that a registered geographical indication is registered in
respect of any goods in respect of which it is not, in fact. registered; or

(iv) to the effect that the registration of a geographical indication gives an
exclusive right to the use thereof in any circumstances in which, having
regard to limitations entered on the register, the registration does not, in
fact, give that right. [

{2} If any person cuntravenes.any of the provisions of sub-section (1), he shall be
punishable with imprisonment for a term which shall not be less than one month but which
may extend to six months, or with fine ﬂ.hiéh shal.!. not be less than five hundred thousand
rupees, or with both.

(3) For the purposes of this section, the use in Pakistan in relation to a geographical
indication of the word "registered”, or of any other expression referring whether expressly or
impliedly to registration, shall be deemed to import a reference to registration in the register,
except- g/

(i) where that other expression is of itself such as to indicate that the reference

15 1o such registration as is mentioned in clause (i); or

(ii) where that word is used in relation to a mark registered as a geographical

indication under the laws of a country other than Pakistan and in relation

solely to goods to be exported to that country.
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(4) The Registrar may, either himself or upon a complaint in writing made to him, call
upon any person who is allegedly contravening any of the provisions of clauses (i) to (iii) of

sub-section (1) to show cause as to why action should not be taken against him:

Provided that power of the Registrar shall be limited to the imposition of fine as
provided under sub-section (2), in addition he may refuse the application for registration of
the geographical indication if his application for registration of GI as authorized user is
pending. In case the authorized user of geographical indication is registered, Registrar may

order invalidation of the registration or any combination thereof, as the case may be.

CHAPTER IX
PROHIBITION ON ASSIGNMENT AND TRANSMISSION

43. Prohibition on transfer etc. — (1) Notwithstanding anything contained in any law
for the time being in force, any right to a registered geographical indication shall not be the
subject matter of assignment, transmission, licensing, pledge, mortgage, licensing or any such
other agreement by the authorized user, provided that on the death of an authorized user his
right in a registered geographical indication shall devolve on his successor in title under the

law for the time being in force.

CHAPTER X
RECTIFICATION AND CORRECTION OF THE REGISTER

44. Power to vary a registration, and rectify or correct the Repgister. - (1] Any
person having a sufficient interest may apply for the rectification of an error or omission in
the Register:

Provided that an application for rectification may not be made in respect of a matter
affecting validity of registration of a geographical indication.

(2) The effect of rectification of the register shall be that the error or omission in
question shall be deemed never to have been made.

(3) The Registrar may, on application made in prescribed manner, by the registrant or
an authorized user enter any change in his name or address as recorded in the register.

(4) The Registrar may, if he considers it necessary, implement any amended or
substituted classification of goods for purposes of registration of a geographical indication as

may be prescribed.

24



(5) The existing entries on the register may be amended to record any new
classification as may be prescribed.

45. Power to vary or cancel registration as an authorized user. - (1Y The

registration of a person as an authorized user may be —

(i) amended , corrected or cancelled by the Registrar on the application by
the Registrant of the geographical indication or certification body or
organization in the preseribed manner for failure to observe. such
conditions and restrictions which were pre-requisites of registration as an
authorized user;

(ii) amended, corrected or cancelled by the Registrar on the application in
writing in the prescribed manner by an  authorized user of the
geographical indication; and

(iif} cancelled by the Registrar as envisaged under provisions (i) and (ii}.

(2) Registration of authorized user may be varied or cancelled by [P Tribunal in case
of infringement of a registered geographical indication. It may be varied or cancelled by High
Court in case an appeal is filed against a decision of registrar or an appeal filed against the
order of IP Tribunal; in the prescribed manner by any person agerieved or organization on the

grounds that the authorized user has used the geographical indication in violation of the
provisions of this Act.

46. Rectification of registration of a trademark.- (1) The Registrar of Trade Marks
Registry may, on his own motion or on application of an interested party, refuse or rectify the
registration of a trademark which consists of a geographical indication with respect to goods
not originating in the territory indicated, if use of the indication in the trademark for such

goods is of such a nature so as to mislead the public with regard to the actual place of origin.

47. Power of Registrar to withdraw or transfer cases.- (1) The Registrar may, by
order in writing and for reasons to be recorded therein, withdraw any matter pending before
an officer appointed under section 5 and deal with such matter himself either de novo or
from the stage it was so withdrawn or transfer the same to another officer so appointed who
may, subject to special directions in the order of transfer, proceed with the matter either de

novo or from the stage it was so transferred.

(3]
ih



48. Conflicting marks.- (1) The Registrar shall, ex officio or at the request of an
interested person, refuse or invalidate registration of an authorized user which contains or
consists of a geographical indication to be used with respect to goods of the same or similar

desecription as those designated by that geographical indication.

MISCELLANEQUS

49. Procedure before the Registrar.- (1) In all proceedings before the Registrar

under this Act -

(1) the Registrar shall have all the powers of a civil court for the purposes of
receiving evidence, administering oaths, enforcing attendance of witnesses,
compelling discovery and production of documents, issuing commissions for
examination of witness and granting a certificate of contested validity; and

(ii) evidence shall be given by affidavit, provided that the Registrar may, if he thinks

fit, take oral evidence in lieu of or in addition to such evidence by affidavit;

(2) The Registrar shall not exercise any powers vested in him under this Act or the
rules made thereunder adversely to any party duly appearing before him, without giving such

party an opportunity of being heard.

50. Appeal against decision of the Registrar. - (1) Save as otherwise expressly
provided in this Act, an appeal shall lie, within the prescribed period, against any decision of
the Registrar under this Act or rules made thereunder to the High Court having jurisdictjon:

Provided that if any suit or other proceedings concerning the geographical indication
in question is pending before an IP Tribunal, the appeal shall lie to the High Court within
whose jurisdiction that IP Tribunal is situated.

(2) Subject to the provision of this Act and of rules made thereunder, the provisions of

the Code of Civil Procedure, 1908 (Act V of 1908). shall apply to appeal before the High
Court.

51. Application of certain provisions of the Trade Marks Ordinance 2001 (XTX of
2001), including provisions in relation to importation of infringing goods, material or
articles.- The provisions of sections 32 to 68, 101, 104,113, 119,126 of the Trade Marks
Ordinance 2001(X1X of 2001) shall have effect to proceedings under this Act, in relation to
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all such matters referred to and provided therein as they have effect in relation to similar
matters under the said Ordinance with respect to goods, except that references to the
Ordinance, trademark, Trademarks Registry and district court they shall be deemed to be a

reterence to this Act, geographical indication, Geographical Indications Registry and IP
Tribunal respectively.

52. Adaptation of classification of goods. - For the purposes of this Act, the

Registrar shall use prescribed classifications, as revised or amended from time to time.

33. Revocatien: Any interested person may request the Registrar within twelve
months of registration of an authorized user of geographical indication; or the High Court at
any time after registration of an authorized user to revoke the registration of a geographical
indication on the grounds provided under section 8.

Provided that if any suit or other proceedings concerning the same geographical
indicatien are pending before an IP Tribunal, the application shall be made to the High Court

within whose jurisdiction that IP Tribunal is located.

34. Power of fee setting and collection. - The concerned Division shall prescribe a
schedule of fee and charges for services rendered to the applicants and the public or as
otherwise required under this Act. Any fee collected under this Act or the rules shall be

deposited in the name of Director General PO as demand draft or as may be preseribed.

53. Power to make rules. — The concerned Division shall make rules, by notification

in the official gazette.

56. Registrar and other officers not compellable to produce register. - The
Registrar or any officer of the Registry shall not, in any legal proceedings to which he is not a
party, be compellable to produce the register or any other document in his custody, the
contents of which can be proved by the preduction of a certified copy issued under this Act or

to appear as a witness to prove the matters therein recorded unless by order of the IP Tribuna

made for special cause.

57. Power to remove difficulties. - If any difficultly arises in giving effect to the

provisions of this Act, the Federal Government may, by notification in the official Gazette,
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make such provisions not inconsistent with the provisions of this Act as may appear to be

necessary for removing the difficulty.

58. Repeal and savings: (1) Clause (xix) of section 2 of the Trade Marks Ordinance,
2001(XIX of 2001) is hereby repealed.

(2) On the commencement of this Act any geographical indication registered under
the Trade Marks Ordinance, 2001(XIX of 2001), shall automatically stand repealed and a
fresh registration process under this Act shall require to be initiated. A non-exhaustive
indicative list of prospective geographical indications of Islamic Republic of Pakistan is

pravided for fresh registration process in the Schedule of the Act,
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STATEMENT OF OBJECTS AND REASONS

GEOGRAPHICAL INDICATIONS (REGISTRATION AND PROTECTION) BILL 2019,

Fhe objective of the Rill is to manage, register, and proicel the Geographical Indications of the
Islamic Republic of Pakistan. The Bill envisages a procedure on the management, registration,
recognition, and protection of the Geographical Indications for the purpose of protecting the
inteliectual property rights of the producers, operators and consumers of the product bearing the
{eographical Indication.

2. The proposed bill will encourage the rural people to utilize their traditional knowledge
and creative skills for bringing in new job opportunities for them. The provision of local job
opportunities with apprepriate share to all local stakeholders of the value chain involved in the
management of geographical indication system, will also address the issue of rural migration.
Moreover, it will enable the formation and maintenance of a nation-wide Geographical
indication production cycle to build viable supply chains and establish' a network of quality
products. :

£ The Bill will also provide a sound trading and marketing environment that facilitates the
ease of business and trade to fulfil the purposes set ou£ in the obligations under the Trade-Related

Aspects of Intellectual Property Rights Agreement.

(IMRAN KXIAN)
Minister-in-Charge




Frneat “g

[TO BE INTRODUCED IN THE SENATE]
A
BT
te previde for registration and effective protection of geographical indications

WHEREAS it is expedient to provide {or registration and protection of geographical
indications of goods;

AND WHEREAS it is necessary to recognize and profect the geographical
indications of the Islamic Republic of Pakistan for public inferest and advancing the
economic reform and development of the least developed areas of Pakistan;

AND WHEREAS 1t is expedient to provide the legal means for interested parties to
prevent the use of any means in the designation or presentation of goods that indicates or
suggests that the goods in questmn originate in a geographical area and fo prevent any
use which constitutes an act of unfair competition within the meaning of Article 22 of the
Agreement on Trade Related Aspects of Intellectual Pmper‘t}' nghlb (TRIPS);

It is hereby ﬂna::tcd as follows:-
CIIAP I‘ER I
PRELIMINARY

15 Short title, extent and commencement.—(1) The Act may be called the
Geographical Indications (Registration and Protection) Act, 2019.

F—TE} It extends to the whole of Pakistan.

* (3) It shall come into force on such date as the Federal Government may by
notification in the Official Gazette appoint.

i Definitions .—{1) In this Act. unless there is anything repugnant in the subject or
context;-

(1) “Applicant” means a natural or legal person, govermnment organization or
statutory body, association, or group of producers, or producer organization.
ar operator having an interest in the registrafion;

(i1) “authorized user” means authorized user of a geographical indication
registered under this Act:
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i)

(iv)

(v}

(vi)

(vii)

{wiii)

(i)

(x)

i

“book of specifications” means a document elaborated by the applicant,
specifying the geographical arca of goods . production standards or product
speciflications, and qualification process for Geographical Indication goods;

“certification body” means an organization issuing a cerfificate of
conformity with the book of specifications;

“deceptively similar” means a geopraphical indication which so neatly
resembles to another geographical indication so as to be likely 1o deceive or
cause confusion:

“Director General” means Director General, Intellectual Property
Organization of Pakistan appointed under section 12 of the Inteliectual
Property Organization of Pakistan Act, 2012 (XXII of 2012);

“geographical indication” or “*GI" in relation to goods includes an
indication which identifies such goods as agricultural goods, natural goods or
manufactured goods originating or manufactured or produced in a territory or
a region or locality as determined by the country, where a given quality,
reputation or other characteristics of the goods or the ingredients or
components, is essentially attributable to its geographical origin and in the
case of manufactured goods one of the activities of either the production or
processing or preparation of the goods concerned takes place in such
territory, region or locality as the case may be. For the purpose of this clause
any name which is not the name of a territory or a region a locality or a
country shall also be considered as a geographical indication if such name
refers to or indicates the origin of goods within or from a specific
geographical area within that country and is used upon or in relation to
particular goods originating from or with in that country or a tﬂi‘rﬂﬂl’}' or a
region or locality within that muntrj.f, '

“geographical origin” means an area of a country, region, locality and shall
also include the sea, lake, river, island, mountain or any other area of a
similar nature;

“‘foreign geographical indication’® means a geographical indication that
identifies a product as originating in a couniry other than Islamic Republic of
Pakistan;

“gericric name or indication * means a name which, may correspond to the
name of a territory, region or locality, does not have in Pakistan any meaning
as an indication or reference of geographical origin and has become a
commonty used name for the goods in question;



(x1)

(xii)

(xiii)

{xiv)

(xv)

(xvi)

(xvii)

*goods” include any agricultural, horticulture, natural, raw or manufactured
goods or  goods of any industry or handicrafi or any fmd or drink product,
whether in a processed or semi-processed or semi-finished form:

“indication™ includes any words, letters or numerals, geographical name or
other name, device or any figurative representation, label or any combination
thereol indicating or referring or suggesting or conveying the geographical
arigin of the goods 10 which it is applied:

“IPO-Pakistan” means the Intellectual Property Organization of Pakistan,
established under the Intellectual Property Organization of Pakistan Act,
2012 (XXII of 2012):

“limitation” with its grammatical variations means any limitation of the
right to use of geographical indication given by registration tc a registrant or
an authorized user thereof including limitations of that right as to mode of
use, as to use in relation to goods to be sold or otherwise traded within
Pakistan or as to use in relation to goods to be exported outside Pakistan;

“name” includes any abbreviation of a name;
“operator” means a natural or legal person involved in the collection,
transformation, processing, trading, or distribution of geographical indication

goods;

“orgamisation” means any entity, body, department, authority or
organization so designated by the Division concerned: .

(xviii) “Pakistan geographical indication’® means a geographical indication that

(xxix)

(xx)

{x.xi}

- (xxiii)

{(xxiv)

identifies a product as originating in the Islamic Republic of Pakistan;

“Paris Convention” means the Paris Convention of 20™ March, 1883 for the
protection of industrial property, as revised or amended from time to time;

“package” includes any case, box, contamf:r covering, folder, receptacle,
vessel, casket, bottle, wrapper, label, band, ticket, reel, frame, capsule, cap,
lid, stopper and cork;

“Policy Board” means the Policy Board constituted under section 4 of

Intellectual Property Organisation Act, 2012 (XXI1 of 2012);
“prescribed” meauns prescribed by rules made under this Act:
“producer”, in relation fo goods, means any person who—

(a}) if suuh.g(}uds are natural goods, exploits the goods;



(b) 1f such goods are agricultural goods, produces the goods and includes
the person who is an operator or processes or packages such goods; and

(¢) if such poods are handicrafts or industrial goods, makes or
manufactures the goods, and includes an operator or any person who
trades or deals in such production, exploitation, making or

manufacturing, as the case may be, of the goods
(xxv) *gualifying country” mecans any country or territory which is —
{a) amember of the World Trade Organization;
(b) a member of the World Intellectual Property Oréaniz&iiun;
(c) a party to the Paris Convention; or

(d} any other country which the competent authority may designate as a
qualifying country on the basis of reciprocity;

(xxvi) “repister” means the register of geographical indications provided under
section 6;

(xxvil) “registered” with its grammatical variations means registered under this
Act;

(xviii) “registered geographical indication” means a geographical indication
which is actually on the register;

(xxix) “registrant” means any statutory body, public body, , local or provincial
administration, government enterprise or any government organization which
is a juristic person having area of responsibility covering the geographical
indication of the goods as referred to in this Act having obtained registration
and entered in the register as proprietor of a geographical indication ;

(xxx) *Registrar” means the Registrar of Geographical Indications referred to in
section 4;

(xxxi) “Registry” means the geographical indications registry mentioned in
section 3;

(xxxii) “Imteliectual Property Tribunal” or “‘IP Tribunal’’ means the Intellectual
Property Tribunal established under the Intellectual Property Organization of
Pakistan Act, 2012 (XXII 0f 2012); and

(xxxiit) “use ef 2 geographical indication” shall include but not be limited to, use
in production, manufacturing, packing, stocking, importing, exporting,
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distributing, selling, dealing and advertising or exploiting in any other
manmner and any reference to such use shall be construed to include a
reference to the use of a printed or other wvisual representation of the
geographical indication.

{2) Words and expressions used and not defined in this Act shall have the same
meaning as are assigned to them in the Trade Marks Ordinance, 2001(XIX of 2001).

CHAPTER-II
GCEOGRAPHICAL INDICATION REGISTRY

3. Geographical Indications Registry.—(1) For the purposes of this Act, the
concerned Division shall establish a Geographical Indications Registry under the
management and control of [PO-Pakistan. The Trade Marks Registry and its branches
established under the Trade Marks Ordinance, 2001(XIX of 2001) shall carry out
functions of the Geographical Indications Registry and its branches till such time a
separate GI Registry is established under this Act.

(2) The GI Registry shall maintain a register of record to be called the register of
geographical indications. GI Register shall be maintained at Trade Marks Registry for the
time being and shall be handed over and transferred to the GI Registry once it has been
established under this Act.

(3) For the facilitation of applicants, the IPO-Pakistan with the prior approval of

Policy Board may set up offices of the Regisiry at such places, as deems necessary, as

and when required.

(4) The Geographical Indications Registry shall have its own seal,—\

4. Registrar -geugmpitﬁml indications and other fuuctinmrimﬂ' registrar
geographical indications shall be appointed by the concerned Ditdsi d till such

time appointment the registrar of Trade Marks as appointed under sub-section (1) of

+ section 7 of the Trade Marks Ordinance, 2001(XIX of 2001) shall also perform the

functions of the Geographical Indication Registrar, in accordance with the provisions of
this Act. .

3. Delegation of Authorify of the Registrar.— (1) The [PO-Pakistan shall with the
prior approval of the Policy Board appoint one or more deputy registrars and assistant
registrars for the purposes of this Act. -

(2) Under direction of IPO-Pakistan, the Registrar may delegate its powers to
the deputy registrars and assistant registrars who shall discharge such functions of the
Registrar under this Act as the Registrar may delegate from time to time.

{3) Any reference in this Act to the Registrar shall include a reference to any
deputy registrar or assistant registrar in the discharge of such functions,



(4) IPO-Pakistan may authorize the Registrar to delegate any function of the
Registrar to any other officers of the GI Registry other than the deputy and assistant
registrars.

6. Register of geographical indication.— (1) There shall be kept at each branch, a
copy of the register of geographical indication which shall contain all registered
geographical indications with names , addresses and descriptions of the registrants, the
names and addresses and descriptions of authorized users and such registers may be
maintained wholly or partly in electronic form. The register shall be open for inspection
of the public at all convenient times in the same manner as the originals thereof.

(2) The register shall contain list of registrants and authorized users of
geographical indications.

(3) The register shall be divided into two Parts called respectively Part A and Part B.
(4) The particulars relating to the registration of the registrant of geographical

indications shall be incorporated and included in Part A of the register in the prescribed
mianner,

(5) The particulars relating to the registration of the authorised users shall be
incorporated and included in Part B of the register in the prescribed manner.

(6) Any person may obtain extracts from the register in the prescribed manner.
CHAPTER IIf
REGISTRATION OF GECOPGRAPHICAL INDICATION
7. Registration of registrant of geographical indication.—(1) Registration of
proprietor of geographical indication of any or all goods subject. to definite territory of a
country shall comprise of such class of goods as may be classified by the Registrar in
accordance with the international classification of goods for the purposes of registration

of geographical indications.

8. Prohibition of registration of a geographical indication.—(1) An indication
shall not be registered as a geographical indication,- .

(i) which does not correspond to the definition of geographical indication
contained in clause (vii) of sub-section {1) of section 2; or

ii which is likely to deceive or ca nfusion;
i) the use of which is likely to d ¢ or cause confusion; or

(iii) which is not or has ceased to be protected in its country of origin or which
has fallen into disuse in that country; or




(iv) which is determined by the Registrar to be a generic name or an indication;
or

v) which is opposed to morality or public policy.

o Registration of homonymous geographical indication—{(1) A homonymous
geographical indication is entitled to be considered for registration under this Act.

(2} Prior to registration under sub- SECT.ID'?I {1} the Registrar shall satisfy himself
that he has cansidered-

(1) all practical conditions under which the homonymous indication in question
shall be di ffﬂrf:ﬂ‘tla‘t{:ﬁ from other homonymous indication;

(ii) equitable treatment of the producers of the goods concemned; and

(iii) that the consumers of such goods shall not be confused or misled in
consequence of such registration.

Explanation—Homonymous geographical indications (GI) are those that are
spelled or pronounced alike, but which identify products originating in different places,
usually in different countries. In principle, these indications should coexist, but such
coexistence may be subject fo certain conditions. For example, it may be required that
they be used only together with additional information as to the origin of the product in
order to prevent consumers from being misled. A GI may be refused protection if, due to
the existence of another homonymous indication, its use would be considered potentially
misleading to consumers with regard to the product’s true origin.

10.  Registration of foreign geographical indication.—(1) A geographical indication
of a foreign country shall be registered in the Islamic Republic of Pakistan as long as it is
registered in accordance with the local legislation in its country of origin. The title and
date of the legislative or administrative provisions or of judicial decisions regarding
protection to the geographical indication in the country of origin shall be considered for

accepting foreign Gl application.

(2) The Registry shall not allow the registration of a foreign Geographical
Indication which is not or has ceased to be protected in its country of origin or which has
fallen into disuse in that country. : :

(3} The application for registration of foreign geographical indication shall be
madc at the Registry by its legal representative in Pakistan.

(4) During the registration procedure, the Registry may require the applicant or
its legal representative to submit any information related to rn:ystratmn in the country of
origin which may affect its registration in Pakistan.



CHAPTER IV
PROCEDURE FOR REGISTRATION OF REGISTRANT OF GI

Ll.  Right to own and register geographical indication.—(1) The Fedcral
Government shall be the holder and exclusive owner of all the geographical indications
of the Islamic Republic of Pakistan.

(2) The Federal Governinent may allow any statutory body, public body, local or
provincial administration, government enterprise or any government organization which
Is a juristic person having area of responsibility covering the peographical indications in
the territory of Islamic Republic of Pakistan to apply for and register the product as a
geographical indication as a registrant in such form, manner and accompanied by such
fees as may be prescribed.

(3) When a product bearing geographical indication is registered at the Registry
in accordance with the provisions of this Act, such producers or operators whose
practices are in compliance with the book of specification shall have the right to use the
geographical indication as authorized users. The producers or operators, with the formal
assent of the Registrant, shall apply to the Registry for obfaining registration as
authorized users.

(4) The concemned Division shall be responsible for conciliating any conflicts
and engage in advocacy in relation to drafting of book of specification during pre-
registration phase of geographical indications.

(5) The concemed Division shall regulate cooperation agreement with
organizations to enable pre-registration processes of geographical indication and facilitate
in arranging consultations with producers and operators in drafiing book of specification.
12.  Content of Application for registration of geographical indication.—(1) The
application for registration of a geographical indication by the Applicant shall contain the
following documents for registration, namely:- :

(i) name and address of applicant filing the application;

(ii) geographical indication for which registration is sought;

(iii) class of poods to which the geographical indication shall apply;

{iv) geographical area to which the geographical indication applies and a map of
that area;

(v) ftitle and date of the legislative or administrative provisions or of judicial
decisions regarding the protection to the geographical indication in the
qualilying country of origin:



(vi) statement of such particulars in relation to the producers or operators of the
concerned goods, if any; :

(vi) goods for which the geographical indication applies;

(viil) gquality, reputation or other characteristics of the goods, geographical origin
and other details as may be prescribed for which the geographical indication
1s used;

{(ix) book of specifications containing product standards or product
specifications.

(x) such other particulars as may be prescribed and shall be subject to the
payment of prescribed fee.

(2) In addition to other factors, the reputation of products may also be
determined on the basis of their being widely known to and selected by consumers.

(3) The quality and characteristics of products of geographical indication shall
be defined by one or several qualitative, quantifative or physically, chemically,
microbiologically perceptible criteria which can be tested by technical means or experts
with appropriate testing methods as may be prescribed.

13. Conformity of geographical indication with book of specification.—(1)The
concerned Division, by notification in the official gazette shall designate a certification
body to guarantee, inspect, test and monitor quality, reputation or other characteristics of
products seeking registration of geographical indications in a prescribed manner.

(2) The designated certification body shall confirm the specifications identified
in the book of specifications from accredited confirmatory assessment bodies or research
institutes or impartial public authority or public organization or crganization approved by
concerned Division for this purpose.

(3) In case there is non-compliance with the book of specifications by the
producers or operators as authorized users of registered geographical indication,
following measures may be adopted by the certification body, namely:-

(i) notice served to the authorized user for non-compliance;

(if) warning made to the producer or operator or authorized user;

(iii) in case no temedial action is taken within reasonable time, temporary
disqualification of the rights o use the geographical indication by the

producer or operator or authorized user by making an application to the
Registrar; and
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(iv) épp]_icaliﬂn 1o the Registrar for suspension or cancellation of the rights to use
the geographical indication by the non-compliant authorized user.

(4) The Registrar may approve the suspension after investigation and scrutiny as
decined fil.

(5) The cost of such confirmation of compliance with the book of specifications
shall be borne by the authorized users. The registrant may contribute to these costs as the
case may be.

14, Technical assistance of experts.—(1) The Registrar may, if so reguire, be
assisted in technical aspects in various fields such as geology or meteorology involved in
any case by any expert who has experience and expertise in the matier in order to
consider or make a decision or ascertain the correctness of the particulars furnished in the
application.

15.  Examination for registration.—(1)The Registrar shall cause the application to
be examined to determine whether it fulfills the criteria and other requirements.

(2) In examining the application, the Registrar may call the applicant or any
person concerned to give explanation or furnish additional evidence to him. Where it is
necessary to have opinion of an expert in the field related to matter under consideration,
the Registrar shall send the matter to the expert for his consideration and opinion in the
prescribed manner.

16.  Grant of registration of registrant.—(1) When an application for registration of
a geographical indication has been accepted, the Registrar shall register the registrant of
the product bearing geographical indication mentioned in the application and the
geographical indication shall stand registered from the date of making of said application
and it shall be deemed to be the date of registration. '

(2) On the registration of a geographical indication, the Registrar shall issue to
the registrant, a certificate in such form as may be prescribed, sealed with the seal of the
Registry.

(3) Subject to the provisions of this Act, the Registrar may accept an application
absolutely or subject to such amendments, modifications, conditions or limitations, if
any, as he may deem fit.

(4) In case of conditional acceptance of application, the Registrar shall record in
writing the srounds for such conditional acceptance and the reasons to be recorded in
writing for arriving at such decision.

(5) The Registrar may amend the register or a certificate of registration for the
purpose of correcting a clerical error or an obvious mistake.
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17.  Application for registration of authorized user—(1) Any natural or Juristic
person or group of persous claiming to be an operator, producer or group of producers
mterested in the right to use registered geographical indication. may apply in writing to
the Registrar subject to the formal assent of the regisirant in the prescribed manner for
registering him as an authorized user of such geographical indication.

{2) The application under sub-section (1) shall be accompanied by a statement
confirming compliance with the book of specifications and such documents of facts as
may be prescribed and required by the Registrar to determine as to whether such person
15 the producer or operator of the goods referred to in the application and such fee as may
be prescribed.

{(3) The Registrar shall cause the application to be examined to determine
whether it fulfills the criteria and other requirements.

(4) In examining the application, the Registrar may call the applicant or any
person concemed to give explanation or furnish additional evidence to him.

(5) Where regisiration of a peographical indication as authorized user, is not
completed within twelve months from the date of the application by reason of default on
the part of the applicant, the Registrar may, after giving notice to the applicant in the
prescribed manner, treat the application as abandoned unless it is completed within the
time specified.

18.  Withdrawal of acceptance.—{1)Where, afier the acceptance of an application
for registration of an authorized user of geographical indication but before its registration,
the Registrar is satisfied,-

(1}  that the application has been accepted in error; or

(if)  that in circumstances of the case the application for use of geographical
indication should not be registered; or

(iii} that it should be registered subject to conditions or limitations; or

(1v) that it should be registered subject to conditions, additional to or other than
the conditions or limitations subject to which the application has been
accepted, he may, after hearing the applicant, if he so desires, withdraw the
acceptance and proceed as if the application had not been accepted.

15. Advertisement.—(!) When an application for registration of an authorized user
of the product bearing geographical indication has been accepted, whether absolutely or
subject to conditions or limitations, the Registrar shall advertise that application
unmediately in such manner as may be prescribed.

(2 Where after the advertisement of an application,—
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(i) an error in the application has been corrected; or

(i) the application has been permitted to be amended, the Registrar in his
discretion may either cause the application to be advertised afresh, a new or
may notify such correction which has been made in the application in the
prescribed manner.

200 Opposition to registration.—(1) Within a period of three months from the date
of advertisement or re-advertisement of the application for registration of authorized user
of a product bearing geographical indication, any interested person may give to the
Registrar notice of opposition in writing in prescribed manner for oppesition to the
registration.

(2) This notice of opposition under sub-section {1} shall be made in such manner
and on payment of such fee as may be prescribed.

(3) The Registrar shall serve a copy of the notice of opposition to the Applicant
for registration as authorized user and within two months from the receipt by the
applicant of the notice of opposiiion, the applicant shall send to the Registrar in the
prescribed manner 2 counter-statement of the grounds on which he relies for his
application and if he does not do so, he shall be deemed to have abandoned the
application.

(4) Within two months from the receipt of copy of notice of opposition, the
applicant may send a counter-statement of the grounds on which he relies upon fo the
Registrar in the prescribed manner.

(5) 1If he fails to do so in the prescribed time limit he shall be deemed to have
abandoned the application. ;

(6) If the applicant sends such counter-statement, the Registrar shall cause a
copy thereof to be served on the person giving notice of opposition.

(7) Any evidence upon which the opponent and the applicant may rely shall be
submitted in such manner and within such time as may be prescribed to the Registrar,
and the Registrar shall give an opportunity to them to be heard, if they so desire.

(8) After hearing the parties, considering the evidence and taking into account
ground of objection whether relied upon by the opponent or not, the Registrar shall
decide whether the registration is to be permitted absolutely or subject to conditions or
limitations, if any, or not to be permitted.

(9) If any parly does not appear for hearing, the Registrar may ex parte decide
on the notice of opposition on merits, upon consideration of the evidence available on
record.
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(10) Where a person giving notice of opposition or an applicant sending a
counter statement neither resides nor carries on business in Pakistan, the Registrar may
require him to give security for the costs of proceeding before him.

(11) The Registrar may, on request, permit correction of any error or any
amendment in a notice of opposition or a counter-statement in the prescribed manmner.

21. Extension of time—(1) If the Registrar is satisfied, on application made to him
in the prescribed manner and accompanied by the prescribed fee, that there is sufficient
cause for extending the time for doing any act not being a time expressly provided in this
Act, whether the time so specified has expired or not, he may subject to such conditions
as he may think fit to impose, extend the time and inform the parties accordingly.

(2) Nothing in sub-section (1), shall be deemed to require the Registrar to hear
the parties before disposing of an application for extension of time and no appsal shall lie
from any order of the Registrar under this section.

22.  Correction and Amendment.—{1) The Registrar may, at any time , whether
before or after acceptance of an application for registration, permit the correction of any
error or permit an amendment of the application.

2 Remedy for frivolous and mala fide notice of opposition procesdings.—(1)

a person threatens to or actually files a frivolous or malafide notice of opposition
against an application for registration, such Applicant may bring proceedings for relief at
IP Tribunal against the person making the threat.

(2) The proceeding under sub-secticn (1) may grant the following, namely-
(i) adeclaration that the threais are urjustifiable;

(ii) an injunction against the continuance of the threats; or

(iii) damages in -réspﬂct of any iuss sustained by the thrc;ats.

(3)  The Applicant shall be entitled to any or all of the relief specified in sub-
section (2) unless the person threatening or filing the said notice of opposition proves that
. the registration would constitute an infringement of the registered geﬂgmphmal :

_indication.

24,  Grant of mgi&tm&iun'ﬂf an authorized user.— (1) Where the Registrar finds
that conditions provided for in this Act are fulfilled and either —

(1) the regisiration of an authorized user has not been opposed within the
prescribed time limit; or

(i1) the authorized user has provided statement affirming compliance with the
book of specifications; or :
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(iii} the repistration of the authorized user has been opposed by notice and the
opposition has been decided in the Applicant’s favour; or

(1v}) no appeal has been filed against the Registrar’s decision for registration as an
authorized user, the Registrar shall. unless the concemed Division otherwise
directs, register the said authorised users mentioned 1n the application.

(2) The authorized users, when registered under sub-section (1), shall be
regisicred from the date of filing of said application.

(3) The Regisirar shall issue a certificate of the registration to the authorized
users bearing the seal of the Regisiry and shall publish a reference to the said regisiration
in the preseribed manner.

(5) The Registrar may amend the register for addition, correction ar omission of
enttries relating to authorized users.

(6) Where an application is made by any aggrieved person or any legal person or
an organization or designated certification body or registrant that an authorized user is
dealing with a registered geographical indication in a manner which is detrimental to the
public interest at large and in non-compliance of book of specifications and the Registrar
15 satisfied according to all legal considerations contained in this Act, he may pass an
order for rectification of the register or cancel the registration as he may deem legally fit.

(7) Such orders of the Registrar shall be binding on all the parties including the
aggrieved party or authorized user, provided that appeal against the Registrar’s decision
shall lie to the High Court.

25.  Regulatory mechanism for registered geographical indication.—(1) The
procedure for inspection and monitoring shall be prepared by concerned Division for
_regulatory mechanism including scope, frequency, and procedures of monitoring
activities and penalties to ensure the compliance of geographical indication products with
the book of specification. : -y

{2) The use of registered geographical indication by the authorized users shall be
subject to compliance with the book of specification.

(3) IPO-Pakistan shall facilitate in promotion, marketing and effective use of
products bearing geographical indications.

(4} The designated certification body conforming product specification and
product standards of geegraphical indication goods_shall present an annual report to the
concemed [Hvision at the end of each calendar year containing a list of authorized users
including but not limited to goods, quantity and gquality acknowledged and actions taken
against non-compliance of the book of specification.
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(5) Concemed Division shall oversee the efficiency of the designated
certification body or bodies.

26, Duration, renewal, removal apnd restoration of registration.—{l} The
registration of a Registrant of geographical indication shall be perpetual.

(2) The registration of an authorised user shall be for a period of ten years.

{3) The Registrar shall, on application made in the prescribed manner, by the
authorised user, within the prescribed period and subject to the payment of the prescribed
fee, renew the registration of the authorised user, for a period of ten years from the date
of expiration of the criginal regisiration or of the last renewal of registration, as the case
may be (which date is in this section referred to as the expiration of the last registration).

(4) At the prescribed time, before the expiration of the last registration of the
authorised user, the Registrar shall send notice in prescribed manner to the authorised
user regarding the date of expiration and the conditions as to payment of fees and
otherwise upon which a renewal of registration may be obtained, and, if at the expiration
of time prescribed in the notice, the said conditions are not been duly complied, the
Registrar may remove the authorised user from the register:

Provided that the Registrar shail not remove the authorised user from the register,
if an application is made in the prescribed form and the prescribed fee and surcharge is
paid within six months from the expiration of the last registration of the authorised user,
as the case may be, and shall renew the registration of the authorised user for a period of
ten years .

(3) Where an authorised user has been removed from the register for non-
paymenst of the prescribed fee, the Registrar shall, after six months and within one year
from the expiration of the last registration of the authorised user, on receipt of an
application in the prescribed form and on payment of the prescribed fee, if satisfied that it
is just so to do, restore the authorised user, as the case may be, to the register and renew
registration of authorised user, either generally or subject to such condition or limitation
as he thinks fit to impose, for a period of ten years from the expiration of the last
registration

CHAPTER-V

REGHTS CONFERRED BY REGISTRATION OF GEOGRAPHICAL
INDICATION

27.  Rights conferred by registration—(1) The registration of a geographical
indication shall gwb - _

{1} to the registrant of the geographical indication and the autherized user lo get
relief in respect of infringement of the registered geographical indication;
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(ii) to the authorized user, the exclusive right to use the geographical indication
in relation to the poods in respect of which the geographical indication is
regisiered;

(i) right o take action against an infringer or counterfeiter; and

(iv) right to prevent the use of a registered geographical indication by any person
in any manner in relation lo the concerned products to which the
geographical indication relates.

28.  Use of geographical indication.—~(1) When Geographical [ndication has been
registered for any particular product, the producers or operators of such product who is
entered in the Register as authorized users, is entitled to use the registered geographical
indication for goods, subject to compliance with product specification.

(2) The use of repistered geographical indication includes applying it on
products, packages, advertising material and any other document related to registered
geographical products.

29.  National logo for certifying geographical indication products.—(1) The
Registry shall establish a National Geographical Indication logo to certify all
geographical indication products registered in Pakistan.

(2) National Geographical Indication Logo along with registered name of product
and any other mark and detail shall appear on the label of marketed products in a
prescribed manner.

30.  Registration to be prima facie evidence of validity—(1) In all legal
proceedings relating to a geographical indication, the certificate of registration granted
under this Act. being a copy of the entry in the register under the seal of the Geographical
Indications Repistry, shall beprima facie evidence of the wvalidity thercof and be
admissible in all courts without further proof or production of the original.

(2) Nothing in this section shall be deemed to affect right of action in respect of
an unregistered geographical indication.

CHAPTER-VI
INFRINGEMENT OF REGISTERED GEOGRAPHICAL INDICATION
31 Infringement of geegraphical indication—(1) A person shall infringe a
regisiered geographical indication if such person uses a geographical indication which is

identical with the registered geographical indication.

(2) A person shall infringe a registered geographical indication if such person
uses it in the course of trade on following grounds, namely:-



(1)

(i)

(iii)

(.7

the use of a geographical indication in respect of goods of the same or
similar description but not originating in the country indicated by the
geographical indication in question or the true place of origin of the goods is
falsely indicated or the geographical indication is used in translation or
accompanied by expressions such as “kind”, “type”. “style”, “imitation” used
in such a manner which misleads the persons as to the geographical origin of

such goods; or

any use of a geographical indication that, even if it identifies goods truly
originating in the place designated by that geographical indication, designates
products that do not comply with the relevant book of specification as recorded
on the register shall be deemed as an infringement; or '

the mark is deceptively similar to the geographical indication and there exists
a likelihood of confusion on the part of public, which includes the likelihood
of association with the geographical indication.

32.  When a geographical indication is not infringed.—(1) A person shall not
infringe a registered geographical indication when the-

(1)
(ii)

. (iii)

(iv)

v)

person uses it in good faith; or

person's name or the name of the person's place of business is used but such
use does not result in a likelihood of confusion or otherwise interfere with an
existing geographical indication; or

name of the predecessor in business of the person or the name of the
predecessor’s place of business is used;

person uses the geographical indication in good faith fo indicate the
intended purpose of goods, in particular as accessories or spare parts, or
services; or

person uses the geographical indication for the purposes of comparative
advertising.

CHAPTER - VII

INFRINGEMENT PROCEEDINGS

33. Action for infringement—(1) Save as otherwise provided in this Act, an
infringement of a registered geographical indication shall be actiondble by the holder or
registrant and the authorized user of the geographical indication.

(2}

In an action for infringement all such relief by way of damages, injunctions,

accounts or otherwise shall be available to the holder or registrant and the authorized user



of the geographical indication as is available in respect of the infringement of any other
property right.

(3) Nothing in this Act shall be deemed to affect rights of action against any
person for passing off goods as the goods of another person or the remedies in respect
thereof.

i4. Infringement of unregistered geographical indications.—(1) No proceedings
to prevent, or recover damages for, infringement of an unregistered geographical
indication shall be instituted by any person.

(2) Nothing in this Act shall be deemed to affect rights of action against any
person for passing off goods as goods of another person or any remedies available
therein.

35.  Infringement proceedings.—(1) No person shall be entitled to institute any
proceeding to recover damages for an unregistered geographical indication.

(Z) Any interested person and any interested group of producers or consumers
may institute proceedings in the IP Tribunal to prevent infringement in respect of a
registered geographical indication.

(3) Following use of registered geographical indication shall constitute
infringement—

(i) use in the designation or presentation of a good that indicates or suggests that
the goods in question originates in a geographical area other than the true
place of origin in a manner which misleads the public as to the geographical
origin of the goods; or - -

(i) use which constitutes an act of unfair competition within the meaning of
Article 10 bis of the Paris Convention; or -

(il1) use of a geographical indication in respect of goods of the same or similar
description but not originating in the place indicated by the geographical
indication in question, even where the true origin of the goods is indicated or
the geographical indication is used in translation or accompanied by
expressions such as “kind”, “type”, “style”, “imitation” or the like; or

(iv) usec of a geographical indication that, even if it identifies goods truly
originating in the place designated by that geographical indication,
designales goods that do not comply with the relevant specification as
recorded on the register.

(4) The relief which a court may grant in any smt for infringement under this

section may include—
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(i) an injunction and confiscation of the products; and
(11) damages or share in the profits at the option of the plaintiff.

36. Suits for infringement to be instituted before IP Tribunals.—(1) No suit in
matters relating to infringement of a geographical indication or otherwise relating to any
right in a geographical indication shall be instituted in any other court except an [P
Tribunal.

37. Grder for erasure of offending mark.— (1) Where a person is found to have
infringed a registered geographical indication, the High Court or an [P Tribunal may
make an order requiring him-

(i} to cause the offending geographical indication to be erased, removed or
obliterated from any infringing goods, material or articles in his possession,
custody or control; or

(il) to secure the destruction of the infringing goods, material or articles, if it is
not reasonably practicable for the offending geographical indication to be
erased, removed or obliterated.

(2)  If an order under sub-section (1) is not complied with or it appears to the
High Court or IP Tribunal, as the case may be, that such an order may not be complied
with, the High Court or IP Tribunal may order that infringement goods, material or
articles be delivered to such person and may further direct for erasure, removal or
obliteration of the mark or for destruction, as the case may be.

38. Infringing goods, material or articles.—(1) Subject to sub-section (2), goods
shall be infringement goods in relation to a geographical indication, if those or packaging
there of bear a mark identical or deceptively similar to that mark and-

{i) application of the mark to the goods or packaging thereof was an
infringement of the registered geographical indication;

(i) the goods are proposed to be imported into Pakistan and application of the
mark in Pakistan to those or packing thereof is an mfrmgemcn‘i: of the
registered geographical mdlcalmn or

{i1i) the mark otherwise been used in relation to the goods in such a way as to
infringe the registered geographical indication.

(2) Mothing in sub-section (1) shall be construed as affecting the importation
of goods which may be lawfully imported into Pakistan.

(3) Material shall be infringing material in relation to a repistered
peopraphical indication, if it bears a mark identical or deceptively similar to that mark
and either it is-
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(i) used for labeling or packaging goods as a business paper or for advertising
goods, in such a way as to infringe the registered geographical indication; or

(ii) intended to be so used and such use would infringe the registered
geographical indication.

(4) Infringing articles in relation to a registered geographical indication means
such articles which—

(i) are specifically designed or adapted for making copies of a mark identical or
similar to that mark; and

(ii) a person has in his possession, custody or control, knowing or having reason
io believe that those have been or are to be used to produce infringing goods
or material.

39.  Order as to disposal of infringing goods, material or articles.—(1) Where
infringing goods, material or articles have been confiscated, an application may be made
to the High Court or IP Tribunal,-

(i) for an order that those be destroyed or forfeited; or

(it) for a decision that no such order may be made.

(2)  In considering what order, if any, should be made, the IP Tribunal shall
consider whether other remedies available in an action for infringement of the registered
geographical indication may be adequate to compensate the aggrieved party and protect
their mtﬁrests

(3) Whiere there are more persens than one mterested in the goods, materials
or articles, the IP Tribunal shall make such order as it thinks just.

(4)  Ifthie IP Tribunal decides that no order should be made under this section,
then the person, in possession of the goods shall be entitled to retain them.

CHAPTER VIII
PENALTIES AND PROCEDURES
~ 40. Meaning of applying Geographical Indications,— (1) A person ShdIl be

deemed to apply a geographical indication for goods who-
(i) applies to the goods themselves or uses it in relation to goods;



(ii)

(iii)

(iv)

(v)

@)
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applies to any package in or with which the goods are sold or exposed for
sale or had in possession for sale or for any purpose of trade or manufacturc;
or

places. encloses or annexes any goods which are goods which are sold or
exposed for sale or had in possession for sale or for any purpose of trade or
manufacture in or with any package or other thing te which a trade
description has been applied; or

uses a geographical indication in any manner reasonably likely to lead to the
belief that the goods in connection with which it is used are desipned or
described by that geographical indication ; or

in relation to the goods uses a geographical indication in any sign,
advertisement, invoice, catalogue, business letter, price list or other
comumercial documents and goods are delivered or services are rendered to a
person in pursuance of a request or order made by reference to the
geographical indication as so used.

A geographical indication shall be deemed to be applied to goods whether it

is woven in, impressed on, otherwise worked into or annexed or affixed to the goods or to
any packaging or other thing.

41.  False application of geographical indication.—(1) A person shall falsely apply
geographical indication if such person uses in the course of trade a geographical
indication which-

®

(i)

(1i1)

(iv)

{v)

is uwsed without the consent of the registrant or authorized user of
geographical indication makes the geographical indication or deceptively
similar geographical indication; or

falsifies any penuine geographical indication, whether by alteration, addition,
effacement or otherwise; or

where the geographical indication is a well-known geographical indication or
has a reputation in Pakistan and the use of the Geographical Indication being
without due cause, takes unfair advantage of or is detrimental to the

distinctive character or the repute of the geographical indication; or

uses such registered geographical indication as his trade name or part of his
trade name; or

uses such registered geographical indication as his domain name or part of
his domain name or obtains such domain name without consent of the
proprietor of the registered geographical indication, with the intention of
selling such domain name to another including the proprietor of the
registered geographical indicatinn; or :
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(vi} uses any package bearing a geographical indication which is identical with or
deceptively similar to the geographical indication of such registrant or
authorised user, for the purpose of packing, filling or wrapping therein any
goods other than the penuine goods of the authorised user of the
geographical indication.

(2} Any geographical indication falsely applied as mentioned in sub-section (1),
is in this Act referred to as a false geographical indication.

(3) In all legal procesdings, a person who sells or offers goods for sale or puts
those on the market or has in possession for sale or any purpose of trade or manufacture
any goods bearing a mark which infringes a registered geographical indication, the
burden of proving the consent of the registrant or authorized user shall lie on the accused
and be treated as a party to infringement of a registered geographical indication, uniess he
proves that-

(i) having taken all reasonable precautions, he had reasons to suspect the
genuineness of the geographical indication;

(i1) on demand made by IP Tribunal or High Court, as the case may be, he gave
all the information in his power with respect to the persons from whom he
obtained such goods; and

(iii) he had otherwise acted innocently.
42.  Penalty for applying false geographical indication, ete.—{(1) Any person who-
(i) falsely applies peographical indication to goods; or

(i) applies to any goods to which an indication of the country or place in which
they were made or produced or the name and address of manufacture or
person for whom the goods are manufactured is required;

(iii) tampers with, alters or effaces an indication of origin which has been applied
to any goods; or

(iv). causes any of the aforementioned things to be dene, shall, unless he proves
that he acted without intent to defraud, shall be punished with imprisonment
of either description for a term which shall not be less than six months but
which may extend to three years, or with fine which shall not be less than ten
hundred thousand rupees, or with both.

43,  Penalty of falsely representing a geographical indication as registered.- (1)
No petson shall make any representation-

(i) with respect to a mark not being a registered geographical indication to the
effect that it is a registered peographical indication;
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(i) with respect to a part of a registered geographical indication not being a part
separately registered as a geographical indication, to the effect that it is
separately registered as a geographical indication;

(ii1) to the effect that a registered geographical indication is registered in respect
of any goods in respect of which it is not, in fact, registered; or

(iv) to the effect that the registration of a geographical indication gives an
exclusive right to the use thereof in any circumstances in which, having
regard to limitations entered on the register. the registration does not, in fact,
give that right.

(2) If any person contravenes any of the provisions of sub-section (1), he shall
be punishable with imprisonment for a term which shall not be less than one month but
which may extend to six months, or with fine which shall not be less than five hundred

thousand rupees, or with both.

(3) For the purposes of this section, the use in Pakistan in relation to a
geographical indication of the word “repistered”, or of any other expression referring
whether expressly or impliedly to registration, shall be deemed to import a reference to
registration in the register, except-

(1) where that other expression is of itself such as to indicate that the reference is
to such registration as is mentioned in clause {1}, or

- (ii) where that word is used in relation to a mark registered as a geographical
indication under the laws of a country other than Pakistan and in relation
solely to goods to be exported to that country.

(4) The Registrar may, either himself or upon a complaint in writing made to him,
call upon any person who is allegedly contravening any of the provisions of clauses (i) to (iii)
of sub-section (1) to show cause as to why action should not be taken against him:

Provided that power of the Registrar shall be limited to the imposition of fine as
provided under sub-section (2), in addition he may refuse the application for registration
of the geographical indication if his application for registration of GI as authorized user is
pending. In case the authorized user of geographical indication is registered, Registrar
may order invalidation of the registration cr any combination thereof, as the case may be.

CHAPTER-IX
FRI}H!EETI{IN ON ASSIGNMENT AND TRANEMISSIGN
44, ihmhabaﬁtem ontransfer efe.—{1) No ;w.thstﬂn{lmg a11}1hmg,, contained in any hw.

for the time being in force, any right to a registered geographical indication shall not be
the subject matter of assignment. transmission, licensing, pledge, mortgage, licensing or
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any such other agreement by the authorized user, provided that on the death of an
authorized user his right in a registered geographical indication shall devolve on his
successor in title under the law for the time being in force.

CHAPTER-X
RECTIFICATION AND CORRECTION OF THE REGISTER

45, Power to vary a registration, and rectify or correct the Register.—{1) Any
person having a sufficient interest may apply for the rectification of an error or omission
in the Repister:

Provided that an application for rectification may not be made in respect of a
matter affecting validity of registration of a peographical indication.

(2) The effect of rectification of the register shall be that the error or emission in
question shall be deemed never to have been made.

(3) The Registrar may, on application made in prescribed manner, by the
registrant or an authorized user enter any change in his name or address as recorded in the
register.

(4) The Registrar may, if he considers it necessary, implement any amended or
substituted classification of goods for purposes of registration of a geographical
indication as may be prescribed.

(5) The existing entries on the register may be amended to record any new
classification as may be prescribed.

46.  Power to. vary or cancel registration as an authorized user—{1) The
registration of a person as an authorized user may be — '

(i) amended ; corrected or cancelled by the Regisirar on the application by the
Registrant of the geographical indication or certification body or
organisation in the prescribed manner for failure to observe such conditions
and restrictions which were pre-requisites of registration as an authorized
User;

(i1) amended, corrected or cancelled by the Repistrar on the application in
wrifing in the prescribed manner by an authorized user of the geographical
indication; and

(iil) cancelled b:p"ihc Registrar as envisaged under provisions (i} and (ii}.

(2) Registration of authorized user may be varied or cancelled by IP Tribunal in
case of infringerient of a repistered geographical indication. It may be varied or cancelled
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by High Court in case an appeal is filed against a decision of registrar or an appeal filed
against the order of IP Tribunal; in the prescribed manner by any person aggrieved or
organization on the grounds that the authorized user has used the geographical indication
i1 violation of the provisions of this Act.

47. Rectification of registration of a trademark.—{1) The Registrar of Trade
Marks Registry may. on his own motion or on application of an interested party, refuse or
rectify the registration of a trademark which consists of a geographical indication with
respect to goods not originating in the territory indicated. if use of the indication in the
tradernark for such goods is of such a nature so as to mislead the public with regard to the
actual place of origin.

48. Power of Registrar to withdraw or transfer cases.—(1) The Registrar may, by
order in writing and for reasons to be recorded therein, withdraw any matter pending
before an officer appointed under section 5 and deal with such matter himself either de
novo or from the stage it was so withdrawn or transfer the same to another officer so
appointed who may, subject to special directions in the order of transfer, proceed with the
matter either de nove or from the stage it was so transferred.

49.  Conflicting marks.—(1) The Registrar shall, ex officio or at the request of an
interested person, refuse or invalidate registration of an authorised user which contains or
consists of a geographical indication to be used with respect to goods of the same or
similar description as those designated by that geographical indication.

MISCELLANEOUS

50. Procedure before the Registrar—(1) In all proceedings before the Registrar
under this Act— : :

(i) the Registrar shall have all the powers of a civil court for the purposes of
receiving evidence, administering oaths, enforcing attendance of witnesses,
compelling discovery and production of documents, issuing commissions for
examination of witness and granting a certificate of contested validity, and

(ii) evidence shall be given by affidavit, provided that the Registrar may, if he
thinks fit, take oral evidence in lieu of or in addition to such evidence by
affidavit;

(2) The Registrar shall not exercise any powers vested in him under this Act or
the rules made thereunder adversely to any party duly appearing before him, without
giving such party an opportunity of being heard.

51.  Appeal against decision of the Registrar—(1) Save as otherivise expressly
provided in this Act, an appeal shall lie, within the prescribed period, against any
decision of the Registrar under this Act or rules made thereunder to the High Court
having jurisdiction:
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Provided that if any suit or other proceedings concering the geographical
indication in question is pending before an IP Tribunal, the appeal shall lie 1o the High
Court within whose jurisdiction that IP Tribunal is situated.

(2) Subject to the provision of this Act and of rules made thereunder, the
provisions of the Code of Civil Procedure, 1908 (Act V of 1908), shall apply to appeal
before the High Court.

S Application of certain provisions of the Trade Marks Ordinance 2001(XIX of
2001), including provisions in relation to importation of infringing goods, material
or articles.—The provisions of sections 52 to 68, 101, 104,113, 119,126 of the Trade
Marks Ordinance 2001(XIX of 2001) shall have effect to proceedings under this Act, in
relation to all such matters referred to and provided therein as they have effect in relation
to similar matters under the said Ordinance with respect to goods, except that references
1o the Ordinance, trademark, Trademarks Registry and district court they shall be deemed
10 be a reference to this Act, geographical indication, Geographical Indications Registry
and TP Tribunal respectively.

53.  Adaptation of classification of goods—For the purposes of this Act, the
Registrar shall use prescribed classifications, as revised or amended from time to time.

54.  Revocation—Any interested person may request the Registrar within twelve
months of registration of an authorized user of geographical indication; or the High Court
at any time after registration of an authorized user to revoke the registration of a
geographical indication on the grounds provided under section 8.

Provided that if any suit or other proceedings concerning the same geographical
indication are pending before an IP Tribunal, the application shall be made to the High
Court within whose jurisdiction that IP Tribunal is located.

55. Power of fee setting and collection.—The concerned Division shall prescribe a
schedule of fee and charges for services rendered to the applicants and the public or as
otherwise required under this Act. Any fee collected under this Act or the rules shall be
deposited in the name of Director General IPO as demand draft or as may be presciibed.

56. Power to make rules. — The concerned Division shall make rules, by notification
in the official gazette.

57.  Registrar and other officers not compellable to produce register.—The
Repistrar or any officer of the Registry shall not, in any legal proceedings to which he is
not a party, be compellable to produce the register or any other document in his custody,
the contents of which can be proved by the production of a certified copy issued under
this Act or to appear as a witness to prove the matters therein recorded unless by order of
the IP Tribunal made for special cause. -

y @ Geographical indication agents.—{1) Where under this Act ,any act SEerihan
oWl \endking of an affidavit, is required to be done by any person, the act may, subject to such
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conditions as may be prescribed, be done instead of that person himself, by a person duly
authorised in the prescribed manner who 1s,-

(i) alegal practitioner, or

(ii) a person registered in the prescribed manner as a geographical indications
agent.

(2) The concerned Division may, by notification in the Official Gazette, make
rules for providing qualifications. registration and conduct of geographical indication
agents.

59 Power to remove difficulties.—If any difficultly arises in giving effect to the
- provisions of this Act, the Federal Government may, by notification in the official
Gazetle, make such provisions not inconsistent with the provisions of this Act as may
appear to be necessary for removing the difficulty.

60. Repeal and savings.—(1) Clause (xix) of section 2 of the Trade Marks
Ordinance, 2001(XIX of 2001} is hereby repealed.

(Z2) On the commencement of this Act any geographical indieation registered
under the Trade Marks Ordinance, 2001(XIX of 2001), shall automatically stand repealed
and a fresh registration process under this Act shall require to be initiated. A non-
exhaustive indicative list of prospective geographical indications of Islamic Republic of
Pakistan is provided for fresh registration process in the Schedule of the Act.



STATEMENT OF OBJECTS AND REASONS
GEOGRAPHICAL INDICATIONS (REGISTRATION AND PROTECTION) BILL.2019.

The objective of the Bill is to manage, register, and protect the Geographical Indications of the
[slamic Republic of Pakistan. The Bill énvisages a procedure on the management, registration,
recognition, and protection of the Geographical Indications for the purpose of protecting the
intellectual property rights of the producers, operators and consumers of the product bearing the
Geographical Indication. |

2 The proposed bill will encourage the rural people to utilize their traditional knowledge
and creative skills for bringing in new job opportunities for them. The provision of local job
opportunities with appropriate share to all local stakeholders of the ?alu.e chain involved in the
management of geographical indication system, will also address the issue of rural migration.
Moreover, it will enable the formation and maintenance of a nation-wide Geographical
Indication production cycle to build viable supply chains and establish a network of quality
products.

3. The Bill will also provide a sound trading and marketing environment that facilitates the
ease of business and trade to fulfil the purpqsas.ﬁ_ﬁt..ﬁu_ﬁ.in.ﬁzﬁ obligations under the Trade-Related

Aspects of Intellectual Property Rights Agreement. i

(IMRAN KX AN)
Minister-in-Charge
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